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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7, 12, 13, 15, 16-22, 29-35, 40-46 and 48-55 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Biedermann et al. (US Pat. 5,209,753) in 
view of Bremer (US Pat. 5,209,753). 

Biedermann et al. disclose an apparatus for attaching tissue to bone comprising: 
an expandable body (Fig. 1 ) defining a bore (Fig. 1 , ref. 1 1 ) and configured to expand 
into bone (Fig. 1), said expandable body comprising a distal tip member (Fig. 1, ref. 12) 
and a proximal main member (Fig. 1 , ref. 2), said distal tip member having a threaded 
recess (Fig. 1, ref. 13)(column 1, lines 56-66) in a proximal surface thereof (Fig. 1) and 
said proximal main member having a distally extending threaded recess (Fig. 1 , ref. 1 1 ) 
in a proximal surface thereof and said proximal main member having a distally 
extending threaded projection (Fig. 1, ref. 18) threadedly interengageable with the distal 
tip member recess; an expander pin (Fig. 1, ref. 16) comprising a shaft (Fig. 1, ref. 16) 
sized to be received in the bore of said expandable body and expand said expandable 
body laterally when said expander pin is driven into said expandable body (Fig. 1); and 
a tissue attachment member (Fig. 1, ref. 3) formed on said shaft; whereby when said 
expander pin is driven into said expandable body, said expandable body is attached to 
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the bone and said tissue attachment means member secures the tissue to said 
apparatus. The expander pin includes a fastener stabilization apparatus for stabilizing 
said expander pin relative to said expandable body (Fig. 1). The fastener stabilization 
apparatus comprises threads (Fig. 1). The tissue attachment means member comprises 
at least one laterally-extending projection for tacking tissue (Fig. 1, ref. 3). The at least 
one laterally-extending projection has as substantially linear outer edge (Fig. 1 , near ref. 
9). The at least one laterally-extending projection has a substantially arc-like outer edge 
(Fig. 1, ref. 3). The expandable body distal tip member is tapered (Fig. 1). The 
expandable body includes a bone securement apparatus for securing said expandable 
body relative to bone (Fig. 1 , ref. 4). The bone securement apparatus comprises 
threads (Fig. 1 , ref. 4). The apparatus further comprises an installation tool (column 1 , 
lines 41-43), and wherein said installation tool comprises a shaft (column 1, lines 41-43) 
sized to be slidingly received in said bore of said expandable body and in a bore of said 
expander pin. The shaft is releasably attachable to said expandable body (column 1 , 
lines 41-43). The shaft and said expandable body are threadingly interengageable with 
one another (Fig. 1). The shaft has a tapered distal end (Fig. 1). The shaft extends 
distally beyond said expandable body when said shaft is slidingly received in said bore 
of said expandable body (Fig. 1 , since the shaft extends into ref. 13). The apparatus 
further comprises a pusher member configured to drive said expander pin into said 
expandable body (column 1 , lines 41-43). The pusher member slides along said shaft 
when driving said expander pin into said expandable body (column 1 , lines 41 -43). 
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Biedermann et al. disclose an apparatus for attaching tissue to bone comprising: 
an expandable body (Fig. 1) configured to expand into bone (Fig. 1), said expandable 
body defining a bore (Fig. 1 , ref. 11 ); an expander pin (Fig. 1 , ref. 16) comprising a shaft 
(Fig. 1 , ref. 1 6) sized to be received in the bore of said expandable body (Fig. 1 ) and 
expand said expandable body laterally when said expander pin is driven into said 
expandable body (Fig. 1); and a tissue attachment member (Fig. 1, ref. 3) formed on 
said shaft; whereby when said expander pin is driven into said expandable body, said 
expandable body is attached to the bone and said tissue attachment member secures 
the tissue to said apparatus. The tissue attachment member comprises at least one 
laterally-extending projection (fig. 1 , ref. 3) for tacking tissue. The at least one laterally- 
extending projection has a substantially linear outer edge. The at least one laterally- 
extending projection has a substantially arc-like outer edge (Fig. 1 , ref. 3). The 
expandable body is provided with a tapered distal end (Fig. 1, ref., 7). The expandable 
body comprises a distal tip member (Fig. 1, ref. 12) and a proximal main member (Fig. 
1, ref. 2), said distal tip member being separable from said proximal main member. The 
distal tip member and said proximal main member are threadedly interengageable with 
one another (Fig. 1 ). The distal tip member and said proximal main member are 
frictionally interengageable with one another (Fig. 1). The expandable body distal tip 
member is tapered (Fig. 1, ref. 7). The expandable body includes a bone securement 
apparatus (Fig. 1 , ref. 4) for securing said expandable body relative to bone. The bone 
securement apparatus comprises ribs. The bone securement apparatus comprises 
threads (Fig. 1, ref. 4). The apparatus further comprises an installation tool (column 1, 
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lines 41-43) and wherein said installation tool comprises a shaft sized to be slidingly 
received in said bore of said expandable body and a bore of said expander pin (column 
1, lines 41-43). The shaft is releasably attachable to said expandable body (Fig. 1). The 
shaft and said expandable body are threadedly interengageable with one another (Fig. 
1). The shaft is provided with a tapered distal end (Fig. 1). The shaft extends distally 
beyond said expandable body when said shaft is slidingly received in said bore of said 
expandable body (Fig. 1). The apparatus further comprises a pusher member 
configured to drive said expander pin into said expandable body (column 1, lines 41- 
43). The pusher member slides along said shaft when driving said expander pin into 
said expandable body (column 1 , lines 41-43). The at least one laterally-extending 
projection has a substantially convex configuration (Fig. 1). The at least one laterally- 
extending projection has a substantially planar configuration (Fig. 1 , near ref. 9). The at 
least one laterally-extending projection has a substantially concave configuration (Fig. 1, 
left of ref. 1 1 ). The tissue attachment member further comprises at least one 
longitudinally-extending projection projecting distally out of said at least one laterally- 
extending projection (Fig. 2). 

Biedermann et al. disclose the claimed invention except for the distal tip member 
being of harder material than said proximal main member. 

Bremer discloses a surgical device that comprises a distal tip member that is 
made of a material harder than a proximal portion, in order to reduce artifacting (column 
3, lines 62-68)(column 4, lines 1-12). 
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It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have constructed the distal tip member of Biedermann et al. 
from a harder material than the proximal main memberas taught by Bremer, in order to 
reduce artifacting (column 3, lines 62-68)(column 4, lines 1-12). 

Claims 8-10 and 36-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Biedermann et al. (US Pat. 5,209,753) in view of Bremer (US Pat. 
5,209,753) in view of Stone et al. (US Pat. 5,370,662). 

Beidermann in view of Bremer disclose the claimed invention except for the 
tissue attachment member comprises a bore formed in said expander pin and a suture 
extending through said expander pin bore. The tissue attachment member is configured 
so that said suture may slide relative to said expander pin when said expander pin is 
received in said expandable body. The tissue attachment member further comprises a 
second bore formed in said expander pin and second suture extending through said 
second expander pin bore. 

Stone et al. disclose tissue attachment means comprising a pin (Fig. 8B, entirety) 
with a bore (Fig. 8B, ref. 50a) formed therein, and a suture extending through the bore 
(column 4, lines 41-44), the tissue attachment means is configured so that the suture is 
slidable relative to the pin, since the sutures are merely threaded through the bores 
(e.g., see Fig. 1); the tissue attachment means further comprises a second bore (Fig. 
8B, ref. 50a) formed in the expander pin and a second suture extending through the 
second expander pin bore (column 8, lines 56-58); the tissue attachment means further 



Application/Control Number: 1 0/81 1 ,636 Page 7 

Art Unit: 3733 

comprises at least one longitudinally-extending projection (Fig. 8A, ref. 54) projecting 
distally out of at least one laterally-extending projection (Fig 8A, ref. 91). This bore and 
suture arrangement is useful for accepting a driving tool (column 6, lines 52-54). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have constructed the tissue attachment means of 
Beidermann in view of Bremer with the bores and sutures of Stone et al., in order to 
provide a suture arrangement that is useful for accepting a driving tool (column 6, lines 
52-54). 

Claims 11 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Biedermann et al. (US Pat. 5,209,753) in view of Bremer (US Pat. 5,209,753) in 
view of Bonutti (US Pat. 5,948,002). 

Beidermann in view of Bremer disclose the claimed invention except for the 
expander pin having indicia for indicating depth. 

Bonutti discloses a pin (Fig. 1 1 , ref. 92c) inserted into a bore which includes 
depth indicia (column 39, lines 36-38), to indicate the depth which the suture anchor has 
been placed into tissue (column 39, lines 26-36). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have constructed the expander pin of Beidermann in view of 
Bremer with the depth indicia on a pin which is inserted into a bore of Bonutti, in order 
for the expander pin to indicate the depth which the suture anchor has been placed into 
tissue. 
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Claims 14 and 47 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Biedermann et al. (US Pat. 5,209,753) in view of Bremer (US Pat. 5,209,753) in 
view of Nicholson (US Pat. 5,725,529). 

Beidermann in view of Bremer disclose the claimed invention except for the bone 
securement apparatus comprises ribs. 

Nicholson discloses the bone securement apparatus (Fig. 3, ref. 10) comprising 
ribs (Fig. 3, ref. 16), in order to allow the bone securement apparatus to engage 
irregularities in the bone opening wall as the expandable member deforms and 
conforms to the bone opening wall during and after expansion (column 6, lines 20-24). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have constructed the bone securement apparatus of 
Beidermann in view of Bremer with the ribs of Nicholson, in order to allow the bone 
securement apparatus to engage irregularities in the bone opening wall as the 
expandable member deforms and conforms to the bone opening wall during and after 
expansion (column 6, lines 20-24). 

Claims 23-26 and 56-59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Biedermann et al. (US Pat. 5,209,753) in view of Bremer (US Pat. 
5,209,753) in view of Moll et al. (US Pat. 5,078,718). 

Beidermann in view of Bremer disclose the claimed invention except for a 
cannulated driver assembly (a slap-hammer), a connector for connecting the driver 
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assembly to a sleeve and a trigger, the driver assembly being used to apply impact 
tension to a sleeve. 

Moll et al. discloses a cannulated driver assembly (a slap-hammer) (column 
7, lines 1 3-1 5), a connector for connecting the driver assembly to a sleeve (column 7, 
lines 13-15) and a trigger (Fig. 3G, knob at top of device), the driver assembly being 
used to apply impact tension to a sleeve (column 7, lines 15-17). 

It would have been obvious to a person having ordinary skill in the art at the time 
invention was made to have modified the apparatus of Beidermann in view of Bremer to 
further include a slap-hammmer connected to a sleeve as taught by Moll et al., in order 
to apply impact tension to the expandable body of Beidermann in view of Bremer 
(column 7, lines 15-17). 

Response to Arguments 

Applicant's arguments filed 03/10/2008 have been fully considered but they are 
not persuasive. 

With regard to Applicant's argument that the proximal and distal tip members 
both must be disclosed as being expandable, the examiner notes that this is not 
required in the claims. Claims 1 and 29 require an expandable body that can expand 
and the expandable body comprising various elements {e.g. a bore, a distal tip member, 
a proximal main member). The expandable body of the device has at least a portion that 
can expand (abstract), at thus can be considered to be expandable. The remaining 
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portions of the device (e.g. a bore, a distal tip member, a proximal main member) are 
not required to be expandable. 

With regard to Applicant's argument that the threaded projection is not part of the 
expandable body, the examiner respectfully disagrees. While the threaded projection 
may not be monolithic with the body, it can still be considered part of the body. The 
threaded projection is connected to the body when the device is used and can be 
considered to be part of the body when in use. 

With regard to Applicant's arguments directed to the tissue attachment member 
being formed on the expander pin, it is noted that the examiner is treating this as a 
product by process recitation. It is noted that the device of Biedermann et al. appears to 
be substantially identical to the device claimed, although produced by a different 
process {i.e. the tissue attachment means is attached on the shaft of the device when 
the device is assembled), therefore the burden is upon the applicant to come forward 
with evidence establishing an unobvious difference between the two. In re Marosi, 218 
USPQ 289 (Fed.Cir. 1983). 

With regard to Applicant's argument that the device of Biedermann cannot 
perform the function of "when said expander pin is driven into said expandable body , 
said expandable body is attached to the bone and said tissue attachment member 
secures the tissue to the apparatus," the examiner respectfully disagrees. When viewed 
from the opposite end of the device, the pin is being driven into the body from the distal 
end of the device toward the proximal end of the device by the action of the threads 
(Fig. 1)(column 2, lines 19-29). 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JERRY CUMBERLEDGE whose telephone number is 
(571)272-2289. The examiner can normally be reached on Monday - Friday, 8:30 AM - 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/J. C./ 

Examiner, Art Unit 3733 
/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



